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UNITED STATES DISTRICT PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of:

Application Serial No. 90453221
For The Mark Hammer-Schlagen

DAMM, LLC,

Opposer,

v.

WRB, Inc.,

Applicant.

Opposition Number 91273569

Applicant's Reply to its Motion to
Suspend Proceedings Pending

Disposition of Civil Action

Applicant WRB, Inc. (“Applicant”) replies to the response of Opposer DAMM, LLC

(“Opposer”) of January 18, 2022, to Applicant's motion of December 29, 2021.

ARGUMENT AND CITATION TO AUTHORITY

The filing of reply briefs  is  discouraged,  as the Board generally  finds that reply

briefs have little persuasive value and are often a mere re-argument of the points made in

the main brief.  TMEP § 502.02;  S & L Acquisition Co. v. Helene Arpels Inc., 9 USPQ2d

1221,  1223  n.4  (TTAB  1987)  (reply  brief,  constituting  mere  reargument  given  no

consideration).  For this reason, the scope of this reply is limited to new matter presented in

Opposer's response, most of which is not germane to and outside the scope of this motion.

Tactical Gamesmanship

Opposer  asserts  that  “[A]pplicant's  request  for  suspension  is  mere  tactical

gamesmanship seeking to gain an advantage on burdens of proof and contestability of a

mark.”  Opp. Resp. p.1 (1/18/22).

On or about April 14, 2020, Applicant licensed the use of the applied-for mark to a

third-party for the manufacturing, sale, shipping, and/or distribution of the goods described
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in  the  application  at  issue;  Opposer  is  not  a  party  to  this  license.   Exhibit  1  (partial

reproduction of that obtained by Opposer on November 17, 2021, in the Federal Proceeding

prior  to  filing  this  TTAB  Proceeding,  marked  BATES  WRB000338-52  2152-2166).

Following  Applicant's  licensing of  its  intellectual  property,  Opposer  was  organized into

existence and began using the word MINNESCHLAGEN to sell  the goods  identified in

Applicant's trademark license.  Exhibit 2 (obtained by Applicant in the Federal Proceeding).

The application at issue was then made on January 11, 2021.  After these act, Applicant

learned of  Opposer's  existence on or about March 23,  2021 (App. Mot.  (12/29/21),  Ex I,

complaint  ¶51).   On  August  23,  2021,  the  Federal  Proceeding  commenced  between

Applicant and Opposer (App. Mot. (12/29/21), Ex I.).  Four months later on December 21,

2021,  and while  discovery was underway in the  Federal  Proceeding,  Opposer filed  this

TTAB Proceeding making substantially identical claims to the Board as it initially made in

the Federal  Proceeding.   Id.   A week later  on December 29,  2021,  Applicant filed  this

motion for the reasons stated therein.

Applicant  is  unaware  of  any  evidence  existing  on  the  record that  could  support

Opposer's  claim  of  “tactical  gamesmanship,”  especially  so  considering  Opposer  fails  to

present any evidence in support of its allegation.  Furthermore, Applicant believes that no

such evidence will be uncovered after a reasonable opportunity for further investigation or

discovery.   Contrary to  Opposer's  claims,  the  record demonstrates  this  motion was not

presented for any improper purpose, to harass anyone, or to cause any unnecessary delay or

needless increase in the cost of any proceeding before the Office.

Allegations Of Non-Use Regarding The Applied For Mark

Opposer makes a factual contention that, “Applicant has not used the applied for

mark in interstate commerce  on the designated goods  since 1999 -  the  date  alleged by

Applicant (see Exhibit  A).”   Opp. Resp.  (1/18/22),  p.1.   Opposer expands its  contention:
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“Applicant has not used the word Hammer-Schlagen as a source identifier of any goods sold

in the ordinary course of trade in interstate commerce since 1999 (see attached Exhibit A)”

(emphasis added)  Opp. Resp. (1/18/22), p.2.  Opposer presents a factual contention of the

earliest date on which Applicant allegedly first used the applied-for mark on goods, stating

“Applicant has not used the word Hammer-Schlagen as a source identifier of any goods sold

in the ordinary course of trade in interstate commerce prior to May 8, 2020” (emphasis

added).  Opp. Resp. (1/18/22), p.2.  And, Opposer even goes so far as to make the factual

contention that,  “Applicant's representation in its application that it  has used the word

Hammer-Schlagen as a source identifier of the designated goods sold in the ordinary course

of trade in interstate commerce since 1999 is a blatant falsity.”  Opp. Resp. (1/18/22), p.2.

Opposer first raised this in the Federal Proceeding.  App. Mot. (12/29/21), Ex.I, answer.

Though Opposer represents to this  tribunal that it believes no such activity ever

occurred, Applicant has used the mark for goods between 1999 and May 8, 2020.  Applicant

has engaged in such activity since at least 1999 (App. Mot. (12/29/21), Ex.I, complaint ¶20),

a  fact  that  can  be  supported  by  evidence  uncovered  by  Opposer  after  a  reasonable

opportunity for further investigation and discovery.  As demonstrated above by the license

existing prior to the date on which Opposer was organized, Opposer has already obtained

such evidence through investigation and discovery in the Federal Proceeding.  Opposer has

obtained a plethora of information in the Federal Proceeding in which Applicant's use of the

mark  is  demonstrated:   when  Opposer  filed  this  TTAB  Proceeding,  it  was  already  in

possession of  well over 2,000 pages of written discovery;  and obtained nearly 300 more

before filing its response to this motion.  Discovery in the Federal Proceeding remains open.

Opposer presents its Exhibit A (obtained by Opposer on January 3,  2022, in the

Federal Proceeding prior to filing its response to this motion, marked BATES WRB002134-

7) in support of its factual contentions alleging Applicant's non-use.  Said Exhibit A is a
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communication between Applicant and a consumer of goods that took place in 2019.  As

demonstrated by Opposer in its Exhibit A, goods described in the application at issue were

sold  under  the  applied-for  mark  by  Applicant  for  $324.08.   As  Opposer's  response

demonstrates, this activity occurred prior to the date on which Opposer alleges no such

activity ever existed.  There is a great deal of other evidence in Opposer possession, only a

handful of which can be presented due to the page constraints of TBMP § 502.02(b).

Prior to filing its response to this Motion, Opposer was in possession of purchase

orders  for  the  sale  of  goods  dating  from  March  2015  to  April  2021.   Exhibit  3,  p.1-5

(obtained  by  Opposer  on January  3,  2022  in  the  Federal  Proceeding  prior  to  filing  its

response, marked BATES WRB002130-33, 2138; note to the tribunal, the gap in BATES

numbers '34-7 is Exhibit A of Opposer's response to this motion).

A trademark license with an entity in Washington evidences Applicant's use in 2015.

Exhibit 3, p.6-7 (partial reproduction, obtained by Opposer on November 23, 2021 in the

Federal Proceeding prior to filing this TTAB Proceeding, marked BATES WRB000458-69).

Applicant's  use  is  further  evidenced  by  the  offer  of  trademark  licensure1 and  policies

adopted therewith2, partial reproductions of historical versions of which can be found in

Exhibit 3 at p.8-10 (obtained by Opposer on January 3, 2022, in the Federal Proceeding

prior to filing its response, marked BATES WRB002139-46, 2167-2180).

Public filings dating to 2016 further demonstrate Applicant engaged in the alleged

non-existent activity, namely Minnesota CARDS3 franchise filing #8026, as evidenced on

pages 3, 7, A-6, and A-7 (among other pages) of franchise disclosure documents4; a summary

1 <https://licensing.hammerschlagen.com/licensing/agreement/>.

2 <https://licensing.hammerschlagen.com/licensing/standards/>.

3 <https://www.cards.commerce.state.mn.us/CARDS/>.

4 <https://www.cards.commerce.state.mn.us/CARDS/security/search.do?documentId={AB7BD747-
28F1-49AC-8195-FF0483085DA6}>

- 4 -



of which was also published on Applicant's website; and this activity occurred in more than

one state.   Exhibit 3,  p.11-13 (obtained by Opposer on January 3,  2022 in the Federal

Proceeding prior to filing its response, marked BATES WRB002181-221).

Opposer asserts that no good has ever bore Applicant's applied-for mark.  The filings

of the Trademark Office, namely TM Reg. No. 2,405,337, contradict this factual contention.

Nearly  two  decades  ago,  Applicant  submitted  pictures  to  the  Trademark  Office

demonstrating the applied-for  mark has  appeared on goods  since  1999 in promotion of

service5.  Opposer is aware of this filing in the Trademark Office as it was disclosed as a

related prior registration in the application at issue as well expressly disclosed to Opposer

in the Federal Proceeding.  App. Mot. (12/29/21), Ex.I, complaint ¶18.

With this  evidence in hand,  Opposer chose to make contrary factual contentions

without  providing  any  conflicting  evidentiary  support  whatsoever.   More  to  the  point,

Opposer's response strongly demonstrates there is a potential for conflicting outcomes and

repetitive  discovery,  a  conclusion  with  which  Opposer  explicitly  agrees.   Opp.  Resp.

(01/18/22), p.2.  As earlier described in the motion at issue, these exact circumstances are

those warranting suspension, a conclusion Opposer does not dispute.

B&B Hardware / Primary Jurisdiction

Opposer relies upon  B & B Hardware v. Hargis Industries, Inc.,  135 S. Ct. 1293

(2015) to  encourage the Board's denail  of  this  motion based on the doctrine of primary

jurisdiction.  Opp. Resp. (01/18/22), p.2,3.  As Opposer's asserts that “[t]here is a potential

here for conflicting outcomes and repetitive discovery” (Opp. Resp. (01/18/22), p.2) and, as

detailed in this motion, the Federal Proceeding includes matters that cannot be decided by

the Board, something Opposer does not contest.  A civil action may involve other matters

5 <https://tsdr.uspto.gov/documentviewer?
caseId=sn75655244&docId=SPE20060731184412#docIndex=12>
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outside Board jurisdiction and may consider broader issues beyond a right to registration

and, therefore, judicial economy is best served by suspension.  TBMP § 510.02(a) (citing

B&B Hardware (matters first raised in the TTAB can be given a preclusive effect in future

civil proceedings under specific conditions); Goya Foods Inc. v. Tropicana Products Inc., 846

F.2d 848,  6  USPQ2d 1950,  1954 (2d Cir.  1988)  (doctrine  of  primary jurisdiction is  not

applicable where court action concerns infringement, the interest in prompt adjudication

far outweighs the value of having the views of the USPTO); American Bakeries Co. v. Pan-

O-Gold Baking Co.,  650 F. Supp. 563,  2 USPQ2d 1208, 1211 (D.  Minn. 1986) (primary

jurisdiction should not be invoked where the district court action includes claims which

cannot be raised before the Board)).  Opposer's legal contention is not supported by the

rules  of  the Board or existing law.  In fact,  quite the opposite  is  true as Opposer  first

brought  forward  its  arguments  in  the  Federal  Proceeding,  and  then  began  “shop[ping]

around for another [venue]” in which to litigate its claims.  B&B Hardware at 1299.

Opposer desires the Board to invoke primary jurisdiction so that it can “preclude

Applicant  from  asserting  that  it  has  a  right  to  enjoin  Opposer's  use  of

MINNESCHLAGEN.”  Opp. Resp. (01/18/22), p.3.  Opposer reiterates its desire to exploit

this tribunal as a tool in implementing its strategy of issue preclusion for matters it first

raised  in  the  preexisting  Federal  Proceeding:   “the  Board’s  ruling  on  the  issues  of

descriptiveness, genericness, fraud and likelihood of confusion would likely have preclusive

effect in the Civil Action.”  Id.  Applicant submits such exploitation of this tribunal is not

proper, causes unnecessary delays, and needlessly increases the cost and time of litigation.

Goods Versus Services

Opposer suggests the Board can invoke primary jurisdiction arguing the “decision in

the civil  action would not have issue preclusion in this  TTAB Proceeding” because “the

usage [of marks] in the civil action is services vs. goods whereas the usage at the TTAB
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considers goods vs. goods.”  Opp. Resp. (01/18/22), p.2-3.  Again, Opposer's legal contention

is not supported by current rule or law.  TMEP § 1207.01(a)(i) (“the goods and/or services do

not have to be identical or even competitive”) (citing  In re Iolo Techs., LLC, 95 USPQ2d

1498, 1499 (TTAB 2010);  In re G.B.I. Tile & Stone, Inc., 92 USPQ2d 1366, 1368 (TTAB

2009)); It is sufficient that the goods and/or services of the applicant and the registrant are

related  in  some  manner  TMEP § 1207.01(a)(i)  (citing  On-line  Careline  Inc.  v.  America

Online Inc., 229 F.3d 1080, 56 USPQ2d 1471 (Fed. Cir. 2000) (holding mark for electronic

services and mark for electronic goods likely to cause confusion);  Weider Publ'ns, LLC v.

D&D Beauty Care Co., 109 USPQ2d 1347 (TTAB 2014) (holding mark for services likely to

cause confusion with mark for goods)).  It is well recognized that confusion may be likely to

occur from the use of the same or similar marks for goods, on the one hand, and for services

involving those goods, on the other. TMEP § 1207.01(a)(ii) (citing In re H.J. Seiler Co., 289

F.2d 674, 129 USPQ 347 (C.C.P.A. 1961) (holding mark for services and mark for goods

likely to cause confusion);  In re United Serv. Distribs., Inc., 229 USPQ 237 (TTAB 1986)

(holding mark for services and mark for goods likely to cause confusion);  In re Phillips-Van

Heusen Corp., 228 USPQ 949 (TTAB 1986) (holding mark for goods and mark for services

likely to cause confusion); In re U.S. Shoe Corp., 229 USPQ 707 (TTAB 1985) (holding mark

for  services  and  mark  for  goods  likely  to  cause  confusion);  Corinthian Broad.  Corp.  v.

Nippon Elec. Co., Ltd., 219 USPQ 733 (TTAB 1983) (holding mark for goods and mark for

services likely to cause confusion)).  Like every other claim, Opposer first made this claim

in the Federal Proceeding (App. Mot., Ex.I, answer, p.22  ¶59), and litigating now would

lead to “conflicting outcomes and repetitive discovery.”  Opp. Resp. (01/18/22), p.2.

Mischaracterization Of Genericness

Opposer makes a factual contention that, “consumers use the word hammer-schlage

or hammer-schlagen as a common, everyday name for a game that is played by the public
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using hammer,  nails,  and  wood (stump,  log,  board,  etc.)  (see  attached  Exhibit  B  -  the

Court's order in the civil action).”  Opp. Resp. (01/18/22), p.2.  Prior to filing this TTAB

Proceeding, Opposer raised this issue in the Federal Proceeding.  App. Mot. (12/29/21), Ex.I,

answer p.3, p.18 ¶33-38, 63, 67, etc).  In support of its genericness claim, Opposer presents

an order from the Federal Proceeding as its Exhibit B stating, “[t]he Court recently denied

WRB's motion for a preliminary injunction, finding that WRB was not likely to succeed on

the merits in the civil action (see attached Exhibit B).”  However, this interpretation—that

the injunction is an order declaring Applicant's family of intellectual property as generic—

misrepresents the opinion presented in the Federal Proceeding.

In Opposer's Exhibit B, it is stated that Opposer brought to the Federal Proceeding

“Facebook posts referring to … 'hammerschlagen,' [and] results from a Google search for

'hammerschlagen' … and similar results from an Amazon search” (p.9).  The significance of

this evidence presented by Opposer in the Federal Proceeding “is not clear” and Opposer

“could have presented better evidence” (p.9).  Applicant, too, presented evidence of Internet

use.   App. Mot.  (12/29/21),  Ex.I,  complaint.   The injunction states,  “Facebook users use

‐'Hammer Schlagen' to refer to a game; it is not clear whether the users are referring to the

‐Hammer Schlagen  branded  game  or  a  more  generic  version”  (p.4),  and  found  that  “a

‐question  of  fact  exists  on how consumers  use  'Hammer Schlagen' ”  (p.7).   See  also p.9

(“these posts suggest … a factual dispute”); n.9 (“the parties have not presented evidence

resolving the dispute over the meaning of these posts, so a question of fact remains.”).

Contrary to what Opposer would have this tribunal believe, Applicant's motion for

injunction was denied not because Applicant's marks were declared generic, but instead

because of “the [unclear] record at this stage” (p.10) giving both Opposer and Applicant an

opportunity to develop the currently thin record of the Federal Proceeding.  And, because of

this development of the record that will  eventually demonstrate Opposer's wrongdoings,
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“[t]here is a potential here for conflicting outcomes and repetitive discovery” (Opp. Resp.

(01/18/22), p.2) in litigating the issues first raised by Opposer in the Federal Proceeding.

Fraud / Descriptiveness / Likelihood Of Confusion

Opposer  represents  to  the  Board  that  Applicant  has  engaged  in  fraud  and  that

Applicant's  marks  are  descriptive.   Opp.  Resp.  p.3.   By  filing  this  TTAB  Proceeding,

Opposer further represents to the Board that it believes there is a likelihood of confusion

between the mark it owns and the applied-for mark.  Again, these claims were first raised

by Opposer in the Federal Proceeding.  App. Mot. (12/29/21). Ex.I, answer.  More to the

point, “[t]here is a potential here for conflicting outcomes and repetitive discovery” (Opp.

Resp. (01/18/22), p.2) in litigating Opposer's issues first raised the Federal Proceeding.

Judicial Economy / Prejudice

A final  decision in the Federal  Proceeding is  likely  to determine if  Opposer has

standing in this TTAB Proceeding.  This is because the Federal Proceeding seeks to cancel

Opposer's  marks  thereby  preventing  it  from  continued  infringement  upon  Applicant's

family of intellectual property beginning on the date Opposer was organized into existence.

App. Mot. (12/29/21), Ex.I, complaint ¶82-85.  Not only is such a matter currently outside

the  purview  of  this  TTAB  Proceeding,  but  the  outcome  of  this  TTAB  Proceeding  is

substantially dependent upon the outcome of the Federal Proceeding.

More to the point, Opposer fails to identify any judicial economy that would not be

promoted or any substantial prejudice to Opposer if Applicant's motion to suspend were

granted,  let  alone  rebut  any  part  of  Applicant's  motion:   Opposer  is  able  to  continue

litigating every single issue it now brings to the Board that it first raised in the Federal

Proceeding.  For the reasons already stated in Applicant's Motion, judicial economy will be

promoted by granting the motion in question, saving (of course) the harm done to Applicant

by delaying the registration of Applicant's important property interest.
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CONCLUSION

Opposer fails to refute any part of Applicant's motion or demonstrate any harm that

could possibly be done to Opposer or any other member of the public, either individually or

collectively, by granting Applicant's Motion To Suspend.  The factual contentions Opposer

makes to the Board are refuted by evidence in possession of Opposer, and legal conclusions

it presents are not supported by Board rules or existing law.

An order from the Board immediately suspending this TTAB Proceeding, including

all  outstanding  answer,  discovery  requests,  and  scheduled  deadlines,  continues  to  be

warranted.  Applicant again respectfully requests that its motion be duly granted.

 Dated:  February 7, 2022 Respectfully Submitted,

WRB, INC.

 /s/ James Martin 
By its CEO, James Martin
5865 Neal Ave N / #113
Stillwater, MN  55082
(844) WHACK-IT
trademark@hammerschlagen.com

Applicant

CERTIFICATE OF SERVICE

I hereby certify that, on February 7, 2022, a copy of the foregoing motion was sent

via e-mail to Opposer’s counsel of record, as follows:

Paul Dietz
DIETZ LAW OFFICE LLC
4975 Wilderness Lake Cir
Elko New Market, MN  55020
paul@dietzlawoffice.com

 /s/ James Martin 
WRB, Inc.
By its CEO, James Martin
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